smith I hopen, p 



Intellectual Property Law Patents Trademarks Copyrights 



April 20, 2004 



Commissioner for Patents 
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Dear Sir: 



Enclosed please find the following: 

1 . Notice Regarding Benefit/Priority Claim(s) - (3 pages); 

2. Supplemental Application Data Sheet - (4 pages)- 

1 tZLsiz? copy of ,he orieinai Appi,ca,ion Dm sheet ^ «— 

4. Self-addressed and postage pre-paid post card to serve as a receipt for items 1 -3 . 
Very respectfully, 



SMITH & HOPEN 




By: Molly L. Sauter 

molly. sauter@smithhopen. com 
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End. 
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Date Mailed: 03/04/2004 



Notice Regarding Benefit/Priority Claim(s) 



□ Improper Benefit Claim(s) to Prior-Filed Nonprovisional Application(s) 

The benefit claim(s) to prior-filed nonprovisional application(s) is improper because there is no 
specific reference for each prior-filed application that includes: (1) the identification of the prior-filed 
application by application number, or international application number and international filing date; 
and (2) a clear indication the relationship (i.e., continuation, divisional, or continuation-in-part) of the 
nonprovisional applications. For example, applicant should amend the specification to include a 
specific reference, such as "This application is a continuation of Application No. 10/—,— filed — in 
the first sentence of the specification following the title. 

Applicant should review each benefit claim submitted and, if appropriate, provide the proper reference 
to the prior-filed application(s) as required by 37 CFR 1.78. A proper relationship includes an 
identification of each nonprovisional application as a continuation, divisional or continuation-in-part 
application of the immediate prior-filed nonprovisional application for which a benefit is claimed 
under 37 CFR L78 in order to establish copendency throughout the entire chain of prior-filed 
applications. The specific reference must be included in the domestic priority information section of 
an application data sheet (37 CFR 1.76), or the specification must contain, or be amended to contain, 
such reference in the first sentence following the title. 

Timeliness: The required reference for each benefit claim must be filed during the pendency of the 
instant application and within the later of: (1) four months from the actual filing date of the instant 
application, or the national stage commencement date if the instant application is a national stage 
application under 35 U.S.C. 371; or (2) sixteen months from the filing date of the prior-filed 
application. Failure to timely file the required reference is considered a waiver of any benefit claim, 
unless a grantable petition to accept an unintentionally delayed claim under 37 CFR 1.78(a), the 
surcharge set forth in 37 CFR 1.1 7(t), and the required reference are filed. See 37 CFR 1.78(a). 

^ Improper Benefit Claim(s) to Prior-Filed Nonprovisional Application(s) 

The benefit claim(s) to prior-filed provisional application(s) is improper because the instant 
application was not filed within twelve (12) months from the filing date of the provisional application, 
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and there is no indication of an intermediate nonprovisional application that is directly claiming the 
benefit of the provisional application and filed within 12 months of the filing date of the provisional 
application. For example, applicant should amend the specification to include a specific reference, 
such as "This application is a continuation of Application No. 10/—,™ filed — , which claims the 
benefit of U.S. Provisional Application No. 60/—,— filed—." in the first sentence of the specification 
following the title. 

Applicant should review each benefit claim submitted and, if appropriate, provide the proper reference 
to the prior-filed applications (including an indication of any intermediate nonprovisional application 
that is directly claiming the benefit of the provisional application and filed with 12 months of the 
filing date of the provisional application) as required by 37 CFR 1.78. The required reference must be 
included in the domestic priority information section of an application data sheet (37 CFR 1.76), or the 
specification must contain, or be amended to contain, such reference in the first sentence following the 
title. 

Timeliness: The required reference for each benefit claim must be filed during the pendency of the 
instant application and within the later of: (1) four months from the actual filing date of the instant 
application, or the national stage commencement date if the instant application is a national stage 
application under 35 U.S.C. 37 1 ; or (2) sixteen months from the filing date of the prior-filed 
application. Failure to timely file the required reference is considered a waiver of any benefit claim, 
unless a grantable petition to accept an unintentionally delayed claim under 37 CFR 1 .78(a), the 
surcharge set forth in 37 CFR 1.1 7(t), and the required reference are filed during the pendency of the 
instant application. 

Improper Priority Claim(s) to Prior-Filed Foreign Application(s) 

The instant application was not filed within twelve (12) months from the filing date of the prior-filed 
foreign application, and there is no benefit claim to an intermediate nonprovisional application filed 
within 12 months of the filing date of the foreign application. Applicant should review each priority 
claim submitted and, if appropriate, provide the proper reference to any intermediate nonprovisional 
application filed within 12 months of the filing date of the foreign application in compliance with 37 
CFR 1.78, or delete the priority claim. The required reference to an intermediate nonprovisional 
application must be included in the domestic priority information section of an application data sheet 
(37 CFR 1.76), or the specification must contain, or be amended to contain, such reference in the first 
sentence following the title. 

Timeliness: The required reference for the benefit claim to an intermediate nonprovisional application 
must be filed during the pendency of the instant application and within the later of: (1) four months 
from the actual filing date of the instant application, or the national stage commencement date if the 
instant application is a national stage application under 35 U.S.C. 371; or (2) sixteen months from the 
filing date of the prior-filed application. Failure to timely file the required reference is considered a 
waiver of any benefit claim, unless a grantable petition to accept an unintentionally delayed claim 
under 37 CFR 1.78(a), the surcharge set forth in 37 CFR 1.17(t), and the required reference are filed. 

Benefit Claims to More Than 400 Prior-Filed Applications 

The Office's automated system to record and capture benefit claims is only capable of recording 
benefit claims for 400 prior-filed applications. Therefore, the Office is unable to generate a filing 
receipt containing benefit claims for more than 400 prior-filed applications even though applicant is 
entitled to submit benefit claims for more than 400 prior-filed applications. Accordingly, applicant 
should not request a corrected filing receipt to include benefit claims for more than 400 prior-filed 
applications. 



Prior-Filed Nonprovisional Application has been Improperly Indicated as a National Stage (35 
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U.S.C. 371) Application 

Applicant submitted a benefit claim to a prior-filed nonprovisional application and improperly 
indicated that the prior-filed application is a national stage application under 35 U.S.C. 371 . The 
Office's records show that the prior-filed application is an application filed under 35 U.S.C. 1 1 1(a). 
The Office has entered the benefit claim to the prior-filed application as a benefit claim to an 
application filed under 35 U.S.C. 1 1 1(a). Any request for a corrected filing receipt to include the 
indication that the prior-filed application is a national stage application will not be granted unless 
applicant supplies evidence that the prior application was in fact a national stage application. 
Accordingly, applicant should not submit such request without such evidence. Applicant should 
submit an amendment (or an application data sheet (ADS) if the benefit claim was submitted in an 
ADS) to delete the indication that the prior-filed application is a national stage application. 

For more information and examples on benefit claims, please see Claiming the Benefit of a Prior-Filed 
Application under 3 5 U.S.C. 1 19(e), 120, 121. and 365(c) . 1268 Off. Gaz. Pat. Office 89 (March 18, 2003), which 
is available on the USPTO website at http://www.uspto.gov/web/offices/com/sol/og/2003/weekll/patbene.htm. 
and the Manual of Patent Examining Procedure (MPEP) §§ 20 1 . 1 1 and 20 1 . 1 4. 
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